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Agenda 

 Peter Lee 

 What are a party’s obligations under their duty of candor and good 

faith during a PTAB proceeding, and how does it compare to the 

duty of candor and good faith in dealing with the PTO during 

prosecution? 

 

 Rickard DeMille, Peter Lee, & Eric Cohen 

 What are the strategic and ethical considerations for a patent owner 

to consider before filing an infringement suit when the patent owner 

becomes aware of new prior art? Do these considerations change 

at different times during an IPR or CBMR proceeding? 
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proceeding 
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Ethical Duties in Post-Grant Proceedings 
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37 CFR §42.11 Duty of Candor 

 37 CFR §42.11: “Parties and individuals involved in the proceeding have a 

duty of candor and good faith to the Office during the course of a 

proceeding.” 

 

– The Office has stated that the Duty of Candor in post-grant 

proceedings was included because “honesty before the Office is 

essential to the integrity of the proceeding.”  (Trial Rules, 77 Fed. Reg. 

at 48618). 

 Sanctions – The Board may impose a sanction for “[f]ailure to comply with 

an applicable rule or order . . . .” § 42.12. 
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Ethical Duties in Post-Grant Proceedings 
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37 CFR §42.11 Duty of Candor 

Interpretation of Duty of Candor 

Although similar to the Duty of Candor under 37 CFR §1.56 for prosecution, 

the Office has stated “[p]roceedings, not being applications for patents, are not 

subject to § 1.56.”  (Trial Rules, 77 Fed. Reg. at 48638).  

 

Rather, the Office’s guidance provides: “The scope of the duty [under Rule 

42.11] is comparable to the obligations toward the tribunal imposed by Rule 11 

of the Federal Rules of Civil Procedure.” (Id., at 48618). 

 

Therefore, Rule 42.11 appears to require Rule 11 level candor obligations 

when asserting facts during a post-grant proceeding. 
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Ethical Duties in Post-Grant Proceedings 
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37 CFR §42.11 Duty of Candor 

Proposed Rule Changes to 37 CFR § 42.11   

The Office proposes to amend § 42.11, which prescribes the duty of candor 

owed to the Office, to include a Rule 11-type certification for all papers filed 

with the Board with a provision for sanctions for noncompliance.  

 

Query whether this amendment increases the potential for sanctions for 

meritless filings in view of present § 42.12? 



www.brinksgilson.com 

Ethical Duties in Post-Grant Proceedings 
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37 CFR §42.51 Discovery 

 37 CFR §42.51(b)(1)(iii) “Routine Discovery”: “Unless previously served, a 

party must serve relevant information that is inconsistent with a position 

advanced by the party during the proceeding concurrent with the filing of 

the documents or things that contains the inconsistency.” 

 

– The policy reason behind this discovery obligation is to avoid requests 

for additional discovery, and to overall ensure a just, speed, and 

inexpensive resolution to the proceedings.  (Trial Rules, 77 Fed. Reg. 

at 48640). 

 

– Applies to both Petitioner and Patent Owner, and is part of routine 

discovery obligations, such that inconsistent statements must be 

served with the filing of documents that contain the inconsistency (e.g., 

with the filing of an expert’s declaration). 
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Ethical Duties in Post-Grant Proceedings 
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37 CFR §42.51 Discovery 

 However, this Duty of Disclosure: 

1. Does not extend beyond information that is inconsistent with relation to 

a position advanced by the party during the proceedings. 

2. Does not extend to privileged information under legally recognized 

privileges such as attorney-client or attorney work product. 

3. Does not require the party serving the inconsistent information to 

specify the relevance of inconsistent information. 

4. Only requires that inconsistent information be served on the other 

party, and not filed with the Office.  
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Ethical Duties in Post-Grant Proceedings 
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37 CFR §42.51 Discovery 

 Example 1 for a Petitioner:  Where a petitioner relies upon an expert 

affidavit alleging that a method described in a patent cannot be carried out, 

the petitioner would be required to provide any nonprivileged work 

undertaken by, or on behalf of, the petitioner that is inconsistent with the 

contentions in the expert’s affidavit. (Trial Rules, 77 Fed. Reg. at 48639). 

 

 

 Example 2 for a Patent Owner: where a patent owner relies upon surprising 

and unexpected results to rebut an allegation of obviousness, the patent 

owner should provide the petitioner with nonprivileged evidence that is 

inconsistent with the contention of unexpected properties.  (Id.). 
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Ethical Duties in Post-Grant Proceedings 
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Sanctions for Violating Ethical Duties 

 §42.12   Sanctions. 

(a) The Board may impose a sanction against a party for misconduct, 

including: 

(1) Failure to comply with an applicable rule or order in the proceeding; 

(2) Advancing a misleading or frivolous argument or request for relief; 

(3) Misrepresentation of a fact; 

(4) Engaging in dilatory tactics; 

(5) Abuse of discovery; 

(6) Abuse of process; or 

(7) Any other improper use of the proceeding, including actions that harass 

or cause unnecessary delay or an unnecessary increase in the cost of the 

proceeding. 
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Ethical Duties in Post-Grant Proceedings 
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Consequences for Violating Ethical Duties 

 §42.12   Sanctions. 

(b) Sanctions include entry of one or more of the following: 

(1) An order holding facts to have been established in the proceeding; 

(2) An order expunging or precluding a party from filing a paper; 

(3) An order precluding a party from presenting or contesting a particular 

issue; 

(4) An order precluding a party from requesting, obtaining, or opposing 

discovery; 

(5) An order excluding evidence; 

(6) An order providing for compensatory expenses, including attorney fees; 

(7) An order requiring terminal disclaimer of patent term; or 

(8) Judgment in the trial or dismissal of the petition. 
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Consequences for Violating Ethical Duties 

 The Office has stated that the Board may sanction a party even after a final 

written decision.  (Trial Rules, 77 Fed. Reg. at 48630). 

– Although the Board’s authority would seem to end with the final written 

decision.  

 

 For example, the Board may submit a party’s violation to the Office of 

Enrollment and Discipline after the final written decision for further 

disciplinary action.   
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Ethical Duties in Post-Grant Proceedings 
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How do the Ethical Duties compare to Rule 56 Duties? 

 37 CFR §1.56: “Each individual associated with the filing and prosecution of a patent 

application has a duty of candor and good faith in dealing with the Office, which 

includes a duty to disclose to the Office all information known to that individual to be 

material to patentability as defined in this section.” 

 

 37 CFR §42.11: “Parties and individuals involved in the proceeding have a duty of 

candor and good faith to the Office during the course of a proceeding.” 

 

 37 CFR §42.51(b)(1)(iii): “Unless previously served, a party must serve relevant 

information that is inconsistent with a position advanced by the party during the 

proceeding concurrent with the filing of the documents or things that contains the 

inconsistency. This requirement does not make discoverable anything otherwise 

protected by legally recognized privileges such as attorney-client or attorney work 

product. This requirement extends to inventors, corporate officers, and persons 

involved in the preparation or filing of the documents or things.” 
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How do the Ethical Duties compare to Rule 56 Duties? 

 Rule 56 applies to “[e]ach individual associated with the filing and 

prosecution of a patent application,” whereas Rule 42.51(b)(1)(iii) “extends 

to inventors, corporate officers, and persons involved in the preparation or 

filing of the documents or things.” 

– Rule 42.51(b)(1)(iii) arguably has greater reach as it expressly 

describes being extended to corporate officers. 

 

 Rule 42.51(b)(1)(iii) Disclosure obligations only apply to information that is 

inconsistent with a position advanced by a party, rather than information 

that is material to patentability as required by Rule 56. 

– Rule 42.51(b)(1)(iii) is arguably narrower than Rule 56 with respect to 

subject matter scope of disclosure obligations. 
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How do the Ethical Duties compare to Rule 56 Duties? 

 Rule 42.51(b)(1)(iii) Disclosure obligations only require service of 

information that is inconsistent with a position advanced by a party to the 

opposing party, rather than filing of all information that is material to 

patentability with the Office as required by Rule 56. 

– Rule 42.51(b)(1)(iii) is arguably less burdensome than Rule 56 because 

it does not require filing information with the Office.  
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What to do? 

 How do parties in post-grant proceedings ensure they are abiding by their 

duties under Rule 42.11 and Rule 42.51(b)(1)(iii)?  

– Ethical duties for a Petitioner (Before filing petition, during proceedings) 

– Ethical duties for a Patent Owner (Before filing complaint, before filing 

preliminary response, before filing motion to amend, during 

proceedings) 
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Before filing infringement complaint in district court 

 After a patent has issued, but before filing the complaint, consider a 

scenario where the Patent Owner learns of new prior art.  For example, 

new prior art may be cited in a foreign patent application related to the 

patent. 

– What are the Patent Owner’s duties before the Office?  To the district 

court? 

– How can the Patent Owner meet its obligations? 

– Consider consequences if the new prior art is considered “material” 

• Rule 11 sanctions 

• Fees under section 285 (Octane) 

– Consider supplemental examination under 35 U.S.C. § 257 
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Disclosure of Prior Art to PTO 

Section 257 Request for Supplemental Examination 

 Section 257(a)  

– Patent owner may request supplemental examination “to consider, 

reconsider, or correct information believed to be relevant to the patent” 

– See 37 CFR § 1.610, prescribing the content of the request 

– Director “shall conclude such examination by issuing a certificate 

indicating whether the information presented in the request raises a 

substantial new question of patentability 

22 
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Disclosure of Prior Art to PTO 

Section 257 Request for Supplemental Examination 

 Section 257(b)  

– Reexamination ordered if the information raises a substantial new 

question of patentability 

– Reexamination “is not limited to patents and printed publications” and is 

based on “any item of information submitted under Rule 1.605, which 

“includes a document . . . that contains information believed to be 

relevant to the patent” 
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Disclosure of Prior Art to PTO 

Section 257 --  Effect of Proceeding 

 Section 257(c) – “A patent shall not be held unenforceable on the basis of 

conduct relating to information that had not been considered, was 

inadequately considered, or was incorrect in a prior examination of the 

patent if the information was considered, reconsidered, or corrected during 

a supplemental examination of the patent.” 

– Exception:  Does not apply to an allegation pled with particularity in a 

civil action or set forth with particularity in a notice letter submitted 

under the Hatch waxman act befor the date of a supplemental 

reexamination request 

– Exception: Does not apply to unless supplemental examination and any 

resulting reexamination “are concluded before the date on which the 

action was brought” 
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Novartis Corp. v. Webvention Holdings LLC, 2015 WL 

6669158 (D. Md. 2015) 

 Webvention initiated a broad enforcement campaign demanding license 

fees in the range of $80,000 if paid within 45 days and suing companies 

who did not pay 

 Court found, “the company's sole purpose was to "exploit[] the high cost to 

defend complex litigation to extract a nuisance value settlement"  

 Novartis filed a DJ action, which was consolidated with other cases by the 

MDL panel 

 Reexamination proceedings were filed against Webvention’s patent 

 The reexam did not include prior art that an accused infringer had sent to 

Webvention’s counsel, and Webvention did not disclose it to the PTO until 

after the PTO issued a notice of intent to issue a reexamination certificate 

and after the deadline for filing an IDS  

25 
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Novartis Corp. v. Webvention Holdings LLC, 2015 WL 

6669158 (D. Md. 2015) 

 New reexamination filed citing previously withheld prior art resulted in final 

rejection of all claims 

 Webvention refused to stipulate that the claims were invalid and that 

Novartis did not infringe 

 Novartis moved for judgement and attorneys’ fees 

 Webvention wound up its affairs and argued that this avoided liability for 

fees 

 Court held: “Overall, Webvention's conduct beginning when it first acquired 

the patent and began demanding licensing fees at a cost intended to 

induce settlements, to its withholding of information in front of the PTO, to 

its conduct in relation to Novartis justify an inference of improper motives, 

litigation misconduct, and subjective bad faith, and counsel in favor of 

awarding attorney's fees to deter this kind of litigation behavior.” 
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After filing a petition for inter partes review, but before the 

petition has been instituted 
 

 After the Defendant (Petitioner) files their petition, but before the Patent 

Owner files their preliminary response, consider a scenario where the 

Patent Owner learns of new prior art that has not been identified during 

prosecution of the patent and has not yet been identified during the 

proceedings by the Defendant (Petitioner).  

– What are the Patent Owner’s obligations? 

• Disclosure to petitioner only if new prior art is inconsistent with 

position taken by patent owner 

• No provision in rules for filing an IDS. PCT Int’l, Inc. v. Amphenol 

Corp., IPR2013-00229 (PTAB, May 21, 2014), paper 27.  
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Third Hypothetical Scenario 

28 

Patent Owner Preparing to file Motion to Amend 

 After institution of inter partes review, while preparing to file their Motion to 

Amend with Patent Owner Response, consider a scenario where the 

Patent Owner learns of new prior art that has not been identified during 

prosecution of the patent and has not yet been identified during the 

proceedings by the Defendant (Petitioner).  

– What are the Patent Owner’s obligations?  

– Patent owner must state that the amended claim is patentable over 

prior art of record and over prior art “not of record but known to the 

patent owner.” Nike, Inc. v. Adidas AG, 2014-1719 (Fed. Cir., Feb. 11, 

2016) 

– Patent Owner needs to disclose “prior art ‘not of record’” that is 

material. Masterimage 3D, Inc. v. Reald, Inc., IPR2015-00040, paper 

42 (PTAB, July 15, 2015) 

– In parallel civil litigation, petitioner may have learned through discovery 

of the new prior art 
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Takeaways  
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 Be aware of your duties under Rule 42.11 during a post-grant proceeding 

 When filing a Motion to Amend, keep an inventory of the prior art of record 

for patent in the proceeding, as well as other related patents 

 Be aware of when your positions stated in a filing may invoke discovery 

obligations 
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Questions? 

Thank you for 

attending today’s 

webinar 
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