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Economic pressures continue to affect modern building design and con-

struction. Buildings today must provide greater functionality, consume less 

energy and produce less waste while still being aesthetically appealing. 

Innovations developed to achieve these goals are frequently the subject 

of patent protection. Yet, many building professionals are unaware of patent 

issues. They need to be aware of patent laws that affect modern building 

practices, including green technologies. Consider the following scenario. 

A developer hires a team of architects, engineers and contractors to build 

a LEED-certified office building with the latest in energy, water and waste 

conservation technologies using green building materials. A subcontractor 

responsible for the building’s wallboards uses a low-bid supplier who pro-

vides drywall made of recycled fiber and a modified gypsum material. A year 

later, the building owner, architects, engineers, contractors and subcontrac-

tor are sued for infringing a patent covering the wallboard material.

Even though some or all of the individuals and companies involved in 

this scenario may not have infringed any patents, they may be a party to the 

litigation, and the costs to defend a patent claim can easily reach a million 

dollars. It is prudent, therefore, to be aware of patent issues and how infringe-

ment issues can be avoided.

Patent Rights in Building Patents
Technology companies are innovating several aspects of modern buildings 

to meet today’s needs. Here are a few examples: high-efficiency windows 

(U.S. Patent No. 7,278,241), eco-friendly floor materials (U.S. Patent No. 

7,354,656), multi-channeled skylights (U.S. Patent No. 7,234,279), dwelling 

configurations (U.S. Patent No. 7,237,361), and shingle designs (U.S. Design 

Patent No. D611,620). All of these innovations are protected with patents.

A patent is an exclusive right granted by the government to an inventor for 

a limited period of time in exchange for public disclosure of a new, useful and 

nonobvious process, machine, article of manufacture, or composition of mat-

ter, or any new and useful improvement thereof. Patent owners can exclude 

others from making, using, offering to sell and selling the patented invention 

or importing the invention into the U.S. Conversely, a patent does not give its 

owner a guarantee that they are not infringing someone else’s patent rights. 

There are two basic types of patents applicable to building technologies. 

The first type is a utility patent. Utility patents cover machines, processes, 

articles of manufacture and compositions of matter. They are enforceable for 

a period of 20 years from their earliest filing date. 

The second type is a design patent. Design patents protect the ornamental 

appearance of an article — not its functionality. They are enforceable for a peri-

od of 14 years from their issue date. While design patents are less expensive than 

utility patents and issue much sooner, they are often easier to design around.

Patent Infringement in Green Tech Buildings
When considering what a patent covers, one looks to the patent claims. In-

fringement occurs if all of the elements of at least one patent claim are found 

in an accused product or method. If a single element is absent, then there is 

no infringement. 
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But, patent infringement occurs in a variety of 

ways. Direct infringement occurs when someone 

makes, uses, sells, offers to sell or imports the 

invention without permission from the patent 

owner. For example, a person selling a building 

material which has all of the elements of a patent 

claim can directly infringe the patent. A contrac-

tor who installs that building material and the 

building owner can be direct infringers, too. 

Indirect infringement occurs when someone 

actively encourages or induces another to make, 

use, sell, offer to sell or import the invention. For 

example, an architect who directs someone to 

use the infringing building material can be liable 

for indirect infringement.

An individual or company who knowingly sells 

or supplies an item for which the only use is cov-

ered by a patent claim, such as a subcomponent 

usable only in a patented device or method, can 

be liable for contributory infringement.

There are two remedies for patent infringe-

ment. One remedy is monetary damages which 

may include the patent owner’s lost profits or a 

reasonable royalty for the infringing goods or 

processes. An infringer’s profits may also be in-

cluded in the damage award for design patent in-

fringement. And if the infringer was aware of the 

infringement and simply disregarded any patent 

rights, courts can triple the damage award. 

Another remedy is an injunction. Courts can 

order infringers to refrain from infringing activity, 

such as halting building construction.

Reducing Infringement Risk
While any business venture has risks, wise 

building professionals identify unacceptable 

risks and take steps to avoid them. Here are a 

few good practices that building professionals 

can consider to avoid patent infringement and 

ameliorate the risks. 

First, building professionals should be aware 

of patent issues. Understanding patents, their 

operation and how issues can arise in a building 

project will enable the professional the oppor-

tunity to sidestep problems before they happen. 

Make sure other people in your organization are 

also educated about potential patent issues.

Second, the sooner patents are identified 

that bear upon some design or building feature, 

the easier it is to design around the patent or 

obtain a license. Adopt a patent identification 

procedure. Ask bidders and suppliers to identify 

patents that cover their products or processes. 

Watch for a patent number or “patent pending” 

on products you plan to use and competing 

products. If patent markings are found, search 

for patents and pending patent applications 

held by the company who made the product. 

Monitor patent filings by that company since 

patent applicants frequently amend their 

patent claims during the patent procurement 

process, resulting in narrower, easier-to-design-

around patents. 

Third, shift patent infringement risk by obtain-

ing contract indemnity. Indemnities are com-

monly assumed by the party who is in the best 

position to know about and avoid a potential 

problem. In the scenario above, the wallboard 

subcontractor could indemnify the contractor 

against the risk that the drywall it uses infringes 

a patent. Likewise, the subcontractor can ask the 

supplier to indemnify the subcontractor.

An indemnity is only as effective as the finan-

cial solvency of the indemnifying party. Thus, 

even if a general contractor obtains an indem-

nity from a subcontractor, if that subcontractor 

is without the financial means to defend against 

or pay for an infringement award, the contractor 

may still have to defend a lawsuit and pay the 

entire award. 

Fourth, you should consider insurance poli-

cies that will protect you and your company 

against patent infringement claims. 

Fifth, develop your own intellectual 

property. Engineers, architects and builders 

often confront challenges when designing 

and implementing features identified by their 

clients. When the solutions to those problems 

are not obvious, those solutions may qualify 

for patent protection. Use employment agree-

ments to address obligations of employees 

to assign invention rights to their employer 

for inventions developed within their work 

assignments. Remember, however, that 

obtaining a patent does not guarantee that 

your invention does not infringe someone 

else’s patent.

Those building professionals who learn 

about intellectual property issues will be better 

suited to avoid patent litigation and find suc-

cess from capitalizing on their own innovative 

solutions. A competent patent attorney can 

help you with these issues.  
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