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A Closer Look At Rescuecom V. Google 

Law360, New York (April 08, 2009) -- On April 3, 2009, in a widely anticipated decision 
in the Rescuecom v. Google case, the U.S. Court of Appeals for the Second Circuit held 
that keying a sponsored search advertisement to another’s trademark constitutes 
actionable trademark use under the Lanham Act. 

The court vacated the district court’s Rule 12(b)(6) order dismissing Rescuecom’s 
complaint. 

The district court’s decision had been based on the Second Circuit’s earlier pop-up 
advertising decision in 1-800 Contacts v. WhenU.com. In Rescuecom, the Second 
Circuit distinguished 1-800 Contacts and held that, for purposes of deciding the motion 
to dismiss, Rescuecom had sufficiently alleged a potential trademark violation. The 
court emphasized that [not deciding the merits]. 

Rescuecom discovered that some of its competitors were running advertisements for 
their own services on Google and that those advertisements were keyed to the word 
“rescuecom.” 

Rescuecom sued Google for federal trademark infringement and dilution, among other 
claims. 

Google moved to dismiss, arguing that Rescuecom could not establish that Google 
made “trademark use” of Rescuecom’s trademark, relying on the Second Circuit’s 
decision in 1-800 Contacts v. WhenU.com. 

In 1-800 Contacts, the Second Circuit reversed a preliminary injunction entered against 
WhenU’s delivery of pop-up advertisements, finding no trademark use because WhenU 
merely stored the address www.1800contacts.com in a database of terms that triggered 
pop-up advertisements when consumers viewed websites appearing in the database. 
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The district court in Rescuecom agreed with Google that the “no trademark use” 
reasoning from 1-800 Contacts applied to Google’s use of the term “rescuecom” to 
deliver advertisements keyed to that term. 

On appeal, the Second Circuit noted two significant facts in 1-800 Contacts that were 
not present in Rescuecom’s allegations against Google. 

First, in 1-800 Contacts, it was plaintiff’s website address, not its trademark, that was 
used to trigger pop-up advertisements. 

Second, under WhenU’s program in 1-800 Contacts, advertisers could not request or 
purchase keywords in order to trigger their pop-up advertisements. 

The display of a particular advertisement was controlled by the category associated with 
the Web site or keyword, rather than the Web site or keyword itself. 

Pop-up advertisements were selected randomly from a predefined list of ads 
appropriate to the category associated with the website or keyword. 

The trigger to display an advertisement was not based on the defendant’s sale or 
recommendation of a particular trademark as a keyword. 

In contrast in Rescuecom, the Second Circuit emphasized that Google was alleged to 
have recommended and sold plaintiff’s trademark to its advertisers. 

By doing so, it had used the mark “in the sale ... of [Google’s advertising] services ... 
rendered in commerce,” as required under Section 1127 of the Lanham Act. 

The court rejected Google’s argument that the inclusion of a trademark in an internal 
computer directory cannot constitute trademark use, observing that such internal use 
does not insulate Google from a charge of infringement if confusion is likely. 

Moreover, the court reasoned that Google’s recommendation and sale of Rescuecom’s 
mark to advertisers were not internal uses. 

The court also rejected Google’s argument that its use of the Rescuecom trademark 
was analogous to that of a retail vendor who uses “product placement” to allow one 
vendor to benefit from a competitor’s name recognition. 

The court explained it is not the absence of trademark use that allows a benign product 
placement to escape liability; rather, product placement escapes liability if it is practiced 
in a way that does not create a likelihood of confusion. 

The Second Circuit emphasized that it had “no idea whether Rescuecom can prove that 
Google’s use of Rescuecom’s trademark in its AdWords program causes likelihood of 
confusion or mistake.” 
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The court noted that, in review the Rule 12(b)(6) dismissal, its analysis was limited to 
the facts alleged in the complaint. 

Rescuecom alleged that those searching for its Web site on Google were misleadingly 
directed to the ads and Web sites of its competitors in a manner which led them to 
believe mistakenly that the competitors’ ads were sponsored by or affiliated with 
Rescuecom. 

The complaint also alleged that Google’s manner of displaying these ads failed 
adequately to identify them as ads rather than relevant search results, and also did not 
“adequately signal[]” that the ads were not affiliated with the brand name sought in the 
search. 

The Second Circuit observed that “[w]hether Google’s actual practice is in fact benign or 
confusing is not for us to judge at this time.” 

--By Davis S. Fleming, Brinks Hofer Gilson & Lione 

David Fleming is a shareholder with Brinks Hofer Gilson & Lione in the firm's Chicago 
office and chair of the firm’s trademark litigation practice group. 

This article supplements the author’s April 2, 2009, Law360 article concerning 
Rescuecom and keyword advertising. 

The views expressed in this article are those of the author and do not necessarily 
present the view of Brinks Hofer Gilson & Lione, its clients, or Portfolio Media, publisher 
of Law360. The author has represented parties in one or more of the cases referred to 
in this article. 

 

 


